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Detailed Action 

1. Claims 1-20 are pending in this application. 

Specification Rejections 

2. The specification is rejected to due to the following. Claims 2 and 1 1 uses 
the term "internal consistency". This could have a number of meanings but none 
are addressed or explained in the specification. 

The specification is rejected to due to the following. Claims 6 and 15 uses 
the term "higher order". Implies some sort of levels but none are addressed or 
explained in the specification. 

The specification is rejected to due to the following. Claims 7 and 16 uses 
the term "enterprise documents". This could have a number of meanings but 
none are addressed or explained in the specification. 

Per the MPEP, section 608.01(1) the claim(s) is/are treated on its merits 
and a requirement made to amend the drawing and description to show the 
subject matter. 
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35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-20 are rejected under 35 U.S.C. 101 for nonstatutory subject matter. 
The computer system must set forth a practical application of that § 101 judicial 
exception to produce a real-world result. Benson, 409 U.S. at 71-72, 175 USPQ 
at 676-77. The invention is ineligible because it has not been limited to a 
substantial practical application . A method for generating an intellectual capital 
management system has no practical application. There needs to be a reason 
for such an application. 

In determining whether the claim is for a "practical application," the focus is 
not on whether the steps taken to achieve a particular result are useful, 
tangible and concrete, but rather that the final result achieved by the claimed 
invention is "useful, tangible and concrete." If the claim is directed to a 
practical application of the § 101 judicial exception producing a result tied to 
the physical world that does not preempt the judicial exception, then the claim 
meets the statutory requirement of 35 U.S.C. § 101. 
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Extracting information, correlating information, generating synonym links 
between them, integrating links into a taxonomy design, and exporting the final 
result is nothing more than an exercise in cataloging information. 

The invention must be for a practical application and either: 

1) specify transforming (physical thing) or 

2) have the FINAL RESULT (not the steps) achieve or produce a 

useful (specific, substantial, AND credible), 
concrete (substantially repeatable/ non-unpredictable), AND 
tangible (real world/ non-abstract) result. 
A claim that is so broad that it reads on both statutory and non-statutory subject 
matter, must be amended, and if the specification discloses a practical 
application but the claim is broader than the disclosure such that it does not 
require the practical application, then the claim must be amended . 



Claim Rejections - 35 USC § 102 



4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 1-4, 7-13, 16-19 are rejected under 35 U.S.C. 102(e) (hereinafter 
referred to as Schmitz) being anticipated by Schmitz et al., U.S. Patent 
Publication 20030149567. 

Claims 1, 10, 19. 

Schmitz anticipates extracting a plurality of local taxonomies from the 
plurality of local enterprise community models (Schmitz, 1J0037); correlating from 
each of said plurality of local taxonomies a set of topics and a set of associations 
for generating a correlated topics and associations set relating to each of said 
plurality of local taxonomies (Schmitz, 1f0029; Topics' of applicant is equivalent 
to 'category' of Schmitz.); deriving a plurality of synonym links for linking 
synonyms within said correlated topics and associations set (Schmitz, 1J0027 
and H0029; 'Natural language' taxonomy can be used to make 'synonym links' of 
the 'attribute value' ( a superset of category) of Schmitz.) ; integrating said 
plurality of synonym links and said correlated topics and associations set into an 
integrated enterprise taxonomy (Schmitz, 1J0038; 'Integrating' of applicant is 
equivalent to 'taxonomy database' of Schmitz. At this point all synonym links and 
attribute vales are linked together in a standard template form.) ; and exporting 
said integrated enterprise taxonomy into said intellectual capital management 
system. (Schmitz, 1J0039; 'Exporting said integrated enterprise taxonomy' of 
applicant is equivalent to 'attribute-value composite string may be generated' of 
Schmitz.) 
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Claims 2, 11. 

Schmitz anticipates determining internal consistency within each of said 
plurality of local taxonomies. (Schmitz, abstract; 'Determining internal 
consistency' of applicant is preformed by the 'analytics system' of Schmitz.) 

Claims 3, 12. 

Schmitz anticipates forming said correlated topics and associations set as 
a metamodel system (Schmitz, ^0029; 'Metamodel' of applicant is equivalent to 
'attributes' of Schmitz. Each attribute consists of 'category' (equivalent to topic), 
'page' and 'instant'.); and constituting said set of topics and associations to be 
correlated as relationships within said metamodel system. (Schmitz, fl0029; The 
generation of the 'attributes' illustrates the correlation of relationships of the 
elements of the attributes within itself.) 

Claims 4, 13. 

Schmitz anticipates exporting said integrated enterprise taxonomy into 
said intellectual capital management system as a plurality of comma-separated- 
value files comprising said synonym links and said correlated topics and 
association set. (Schmitz, 1J0049; 'Comma-separated value files' of applicant is 
equivalent to 'concatenation' of the 'string' of Schmitz.) 



Claims 7, 16. 
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Schmitz anticipates associating said integrated enterprise taxonomy with a 
plurality of enterprise documents associated with said intellectual capital 
management system. (Schmitz, ^0005; 'Enterprise document' of applicant is 
equivalent to 'HTML document' of Schmitz.) 

Claims 8, 17. 

Schmitz anticipates forming said integrated enterprise taxonomy as a 
metamodel system associated with said intellectual capital management system. 
(Schmitz, abstract; 'Intellectual capital' of applicant is equivalent to 'data 
requested' and/or additional instructions' of Schmitz.) 

Claims 9, 18 

Schmitz anticipates forming said integrated enterprise taxonomy as a 
database associated with said intellectual capital management system. 
(Schmitz, 1J0050; 'Forming' of applicant is equivalent to 'stored in the taxonomy 
database' of Schmitz.) 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

Claims 5, 6, 14, 15, 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schmitz as set forth above in view of Bernstein (U. S. 
Patent Publication 20030120651, referred to as Bernstein) 

Claims 5, 14, 20. 

Schmitz fails to particularly call for forming said correlated topics and 
associations set as a hierarchical tree structure within a metamodel system; and 
forming said set of topics as node objects within said hierarchical tree structure; 
and forming said set of associations as relationships between said node objects 
within said hierarchical tree structure. 

Bernstein teaches forming said correlated topics and associations set as a 
hierarchical tree structure within a metamodel system (Bernstein, 1J0049); and 
forming said set of topics as node objects within said hierarchical tree structure; 
and (Bernstein, 1J0188; Topics' of applicant is equivalent to 'subject 1 of 
Bernstein.) forming said set of associations as relationships between said node 
objects within said hierarchical tree structure. (Bernstein, ^01 79; The 
'relationship' between nodes of applicant is illustrated by the variable 
'IsDerivedFrom' of Bernsein.) It would have been obvious to a person having 
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ordinary skill in the art at the time of applicant's invention to modify the teachings 
of Schmitz by designing the structure as a hierarchical tree, using topics as a 
basis of classification and generating a association of relationships as taught by 
Bernstein to form said correlated topics and associations set as a hierarchical 
tree structure within a metamodel system; and forming said set of topics as node 
objects within said hierarchical tree structure; and forming said set of 
associations as relationships between said node objects within said hierarchical 
tree structure. 

For the purpose of using an established organizational method for 
classifying information into related groups with a narrower domain as one 
traverses the tree structure. 

Claims 6, 15. 

Schmitz fails to particularly call for forming with said synonym links a 
canonical synonym link structure associated with a canonical synonym from 
among said synonyms, said canonical synonym link structure for associating 
non-canonical synonyms with said canonical synonym, said canonical synonym 
possessing a higher order than other ones of said synonyms. 

Bernstein teaches forming with said synonym links a canonical synonym 
link structure associated with a canonical synonym from among said synonyms, 
said canonical synonym link structure for associating non-canonical synonyms 
with said canonical synonym, said canonical synonym possessing a higher order 
than other ones of said synonyms. (Bernstein, ^0012) It would have been 
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obvious to a person having ordinary skill in the art at the time of applicant's 
invention to modify the teachings of Schmitz by using a canonical link structure to 
form synonym links as taught by Bernstein to form with said synonym links a 
canonical synonym link structure associated with a canonical synonym from 
among said synonyms, said canonical synonym link structure for associating 
non-canonical synonyms with said canonical synonym, said canonical synonym 
possessing a higher order than other ones of said synonyms. 

For the purpose of using only one term along with an infusion of logic to 
produce the canonical synonym. 



Conclusion 

6. The prior art of record and not relied upon is considered pertinent to the 
applicant's disclosure. 
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s. 


Patent Publication 20030120653: 


Brady 


-u. 


s. 
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Patent 6311194: Sheth 
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Patent 6233575: Agrawal 
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Patent Publication 20030126151: 


Jung 
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Patent 660661 3: Altschuler 
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Patent Publication 20030126136: 


Omoigui 


-u. 


s. 


Patent Publication 20020161626: 


Plante 


-u. 
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Patent Publication 20020125618: 


Maes 
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-U. S. Patent 631 11 94: Sheth 

7. Claims 1 -20 are rejected. 

Correspondence Information 

8. Any inquiry concerning this information or related to the subject disclosure 
should be directed to the Examiner Peter Coughlan, whose telephone number is 
(571 ) 272-5990. The Examiner can be reached on Monday through Friday from 
7:15 a.m. to 3:45 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor David Vincent can be reached at (571) 272-3687. Any 
response to this office action should be mailed to: 

Commissioner of Patents and Trademarks, 

Washington, D. C. 20231; 
Hand delivered to: 

Receptionist, 

Customer Service Window, 
Randolph Building, 
401 Dulany Street, 
Alexandria, Virginia 22313, 

(located on the first floor of the south side of the Randolph Building); 
or faxed to: 
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(571 ) 273-8300 (for formal communications intended for entry.) 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov . Should you 
have any questions on access to Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll free). 
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